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REPLY BRIEF 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is a reply to an Examiner's Answer mailed December 9, 2011, hereinafter the 
"Examiner's Answer." This Reply Brief is timely filed within the two month period for 
reply, which extends to February 9, 2012. 

The appellant respectfully requests that the Board of Patent Appeals and 
Interferences, hereinafter the "Board," reverse the final rejection of claims 1-15, 19-34, 
36-45, and 47-51 of the present application. 
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RELATED APPEALS AND INTERFERENCES 
(37 C.F.R.§41.37(c)(l)(ii)) 

An appeal brief was filed February 4, 2008. A Decision affirming the examiner 
on different grounds than those at issue in the present appeal was mailed on December 
30, 2009. 
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STATUS OF THE CLAIMS 
(37 CF.R.§41.37(c)(l)(iii)) 

The present application includes pending claims 1-15, 19-34, 36-45, and 47-51. 
The Final Action rejected claims 1-15, 19-34, 36-45, and 47-51 of the present application. 
The appellant identifies claims 1-15, 19-34, 36-45, and 47-51 of the present application as 
the claims that are being appealed. The text of pending claims 1-15, 19-34, 36-45, and 
47-51 of the present application were provided in the Claims Appendix of the Appeal 
Brief filed October 28, 2011. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
(37 C.F.R.§41.37(c)(l)(vi)) 

Claims 1, 2, 14, 15, 19-21, 33, 34, 36, 37, and 47-50 stand rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over U.S. Pub. 2002/0044154 to Baar et al., hereinafter 
"Baar," in view of U.S. Pub. 2003/0052896 to Higgins et al., hereinafter "Higgins," and 
U.S. 6,697,067 to Callahan et al., hereinafter "Callahan." 

Claims 3, 22, and 38 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Barr in view of Higgins and Callahan and in further view of "The digital magazine 
of InfoVis.net," by Diirsteler, hereinafter "Diirsteler." 

Claims 4, 13, 23, and 32 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Higgins, Callahan, and Diirsteler in further view of 
Applicant Admitted Prior Art (paragraphs 66 and 81), hereinafter "AAPA." 

Claims 5-7, 24-26, and 39-41 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Higgins, Callahan, and Diirsteler, and further view of 
U.S. 5,638,523 to Mullet et al, hereinafter "Mullet." 

Claims 8-12, 27-31, and 42-45 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Baar in view of Higgins, Callahan, Diirsteler, Mullet, and "A 
Framework for Elastic Presentation Space", 1999 of Carpendale, hereinafter 
"Carpendale." 

Claim 51 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Baar in view of Higgins, Callahan, and WO 99/428854 of Witte et al., hereinafter 
"Witte." 
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ARGUMENT 
(37 C.F.R. § 41.37(c)(l)(vii)) 

The appellant respectfully submits that the reasons presented in the Appeal Brief 
filed October 28, 2011, are still applicable to the above identified grounds for rejection. 
As such, the appellant reiterates such reasons and requests reversal of the present 
rejections in light of such reasons. 

Moreover, the appellant wishes to address the claim construction of claim 51 set 
forth in the Examiner's Answer. Claim 51 recites, in part, "each shoulder region of the 
plurality of shoulder regions presenting a different layer of the image with non-uniform 
magnification." 

In construing such aspects of claim 51, the Examiner's Answer on page 25 states: 

The claim does not require that each shoulder region 
present a different layer of the image from that presented in 
each of the other shoulder regions. Appellant interprets the 
limitation as each shoulder region displays a different layer 
of the image from each of the other shoulder regions. 
Examiner notes that the claim language make no such 
requirement and broadly but reasonably interprets the 
limitation as each shoulder region displays a layer of the 
image that is different from a least one layer of said image. 

The appellant respectfully disagrees with such construction of claim 51. Claim 
51 recites "each shoulder region . . . presenting a different layer of the image." The 
appellant respectfully submits that a proper construction of such language is that each 
shoulder region presents a layer of the image that is different than layers presented by 
other shoulder regions. The construction that the Examiner's Answer provides in 
essence is that each should region presents the same layer of the image but that such 
same layer is different than another layer of the image. The appellant respectfully 



5 



Application No.: 10/682,298 
Reply Brief dated January 11, 2012 
Examiner's Answer dated December 9, 2011 



submits that such an interpretation simply is not reasonable in light of the specification 

or a plain meaning of such phrase. 

Firstly, appellant's specification at paragraph [0116] reads: 

According to another embodiment of the invention, 
the area outside of the extent of the lens 610, the shoulder 
region 630 of the lens 610, and the focal region 620 of the lens 
610 may each be used to view a different layer of the original 
multi-layer image. Similarly, the lens 610 may be configured 
with as manner shoulder regions 630 as necessary to view all 
of the available layers of an original image. For example, an 
original image having five layers may be viewed with a five 
step pyramid lens (i.e., the region outside of the extent of the 
lens 610, three concentric shoulder regions 630, and one focal 
region 620). 

Thus, one of ordinary skill in the art in light of paragraph [0116] readily 
appreciates that each shoulder region presents a layer of the image that is different than 
layers presented by other shoulder regions. For example, as noted in paragraph [0116], 
five shoulders regions may be used to permit viewing of all available layers of an image 
having five layers. Thus, each shoulder presents a different layer. 

Furthermore, the appellant respectfully submits that when the phrase at issue is 
boiled down to its essence, the phrase states "each shoulder . . . presenting a different 
layer." The appellant respectfully submits that one of ordinary skill in the art even 
when divorced from the specification and paragraph [0116] would expect such phrase 
to mean that each shoulder presents a layer that is different than layers presented by 
other shoulders. 

Finally, the appellant respectfully submits that the proposed construction set 
forth in the Examiner's Answer effectively reads the word "different" out of claim 51. 
Claim 51 depends from claim 20. Claim 20 recites a first layer of an image and a second 
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layer of the image. Based on the Examiner's interpretation of claim 51, as long as all 
shoulders present the first layer of the image, then each shoulder would present a layer 
that is different than a layer (e.g., the second layer) of the image. Thus, based on the 
construction proffered by the Examiner's Answer, claim 51 would have exactly the 
same scope regardless of whether it read "each shoulder region . . . presenting a layer of 
the image" or "each shoulder region . . . presenting a different layer of the image." As 
such, the construction proffered by the Examiner's Answer renders the word 
"different" in claim 51 superfluous because, in the context of claim 51 in which the 
image has at least a first and second layer, if each shoulder presents the same layer (e.g. 
the first layer) as suggested by the Examiner's Answer, then each shoulder necessarily 
presents a layer that is different than at least one layer (e.g. the second layer) of the 
image. See, e.g., Merck & Co. v. leva Pharms. USA, Inc., 395 F.3d 1364, 1372 (Fed. Cir. 
2005) ("A claim construction that gives meaning to all the terms of the claim is preferred 
over one that does not do so.") (reversing district court's construction of claim that 
rendered terms in the claim superfluous "excess verbiage" and construing claim so that 
all claim terms have meaning); and Warner-Lambert Co. v. Pnrepac Pliarm. Co., 503 F.3d 
1254, 1263 (Fed. Cir. 2007) (affirming district court construction that "gives full meaning 
to every word of the entire claim term" and rejecting appellees' proffered construction 
that would read a term out of the claims; the court notes that had the appellees intended 
the term to be read differently (more broadly), they could have simply omitted the 
additional phrase that guided the court's construction). 

As such, the construction of claim 51 proffered by the Examiner's Answer is 
improper. Moreover, the reasons for rejecting claim 51 are prefaced upon such an 
improper construction because the proposed combination (for reasons explained in 
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detail in the Appeal Brief) does not disclose, teach, or otherwise render obvious "each 
shoulder region . . . presenting a different layer of the image." 

Reversal of the present rejection of claim 51 is, therefore, earnestly solicited. 



Application No.: 10/682,298 
Reply Brief dated January 11, 2012 
Examiner's Answer dated December 9, 2011 

CONCLUSION 

For at least the reasons presented in the Appeal Brief filed October 28, 2011 and 
the present Reply Brief, the appellant submits that claims 1-15, 19-34, 36-45, and 47-51 
are in condition for allowance. Reversal of the examiner's rejection and issuance of a 
patent on the application are, therefore, respectfully requested. 

The Commissioner is hereby authorized to charge additional fees or credit 
overpayments to the deposit account of McAndrews, Held & Malloy, Account No. 13- 
0017. 

Respectfully submitted, 



Date: January 11, 2012 By: /Teffrey B. Huter/ 

Jeffrey B. Huter 
Reg. No. 41,086 
Attorney for the Appellant 



McANDREWS, HELD & MALLOY, LTD. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
(T) 312 775 8000 
(F) 312 775 8100 
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